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THE MAILING DATE OF THIS COMMUNICATION. 
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earned patent term adjustment. See 37 CFR 1 .704(b). 
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The subject matter of this application admits of illustration by a drawing to facilitate 
understanding of the invention. Applicant is required to furnish a drawing or drawings under 37 
CFR 1.81(c). No new matter may be introduced in the required drawing. Each drawing sheet 
submitted after the filing date of an application must be labeled in the top margin as either 
"Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121(d). 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-9,1 1-36 and 38-44 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Fitzgerald et al. (U.S. Patent 6,260,049). 

Claim 1: FIG. 4 illustrates a paper folder. The paper folder is maintained on shelves in 
specific locations, as seen in FIGS. 2-3. The collection of folders in their shelving locations 
constitutes an existing database. Each folder is an item. 

In order to manage the folders, the system of Fitzgerald et al. teaches a computer system 
as seen in FIGS. 7-8 that can obtain information related to the folders and reformat the paper 
information into digital information that can be stored in an electronic database (126 in FIG. 7). 
The digital information can be graphically viewed through graphical interfaces, such as FIGS. 9, 
11 and 15. 

Once the data is in digital form, the paper folders can include RFID tags to replace their 
bar code tags (FIG. 43 and col. 24, lines 9-29). The RFID tags can be scanned much like the 



Application/Control Number: 09/882,969 Page 3 

Art Unit: 2165 

original bar code tags on the files, and once scanned, can reference the computer system to 
provide information associated with the folders. 

Claim 2: The existing database is the set of paper folders. The items are individual 
folders and include item identifiers (file numbers, such as 123-45-67 as seen in FIG. 4). 

Claim 3: The paper folder (FIG. 4) can include a bar code (82). 

Claim 4: The item identifiers are numbers which are characters. 

Claim 5: An example of information exported from the paper folders are shown in FIG. 
15. It includes an ordered list of folders, ordered according to folder number. 

Claim 6: As seen in FIG. 15, each folder is associated with a specific shelf location 
("LOC"), and the list represents an ordered set of folders. 

Claim 7: The listing shown in FIG. 1 1 is a search list, resulting from a search for the 
movement history of a particular folder, "216785". 

Claim 8: FIG. 6 interface 108 illustrates the presence of a CD ROM, which is a 
removable non-volatile memory disk. 

Claim 9: A CD ROM is a solid state device. 

Claim 11-12: As seen in FIG. 15, the database of folders includes more than one folder, 
and each folder constitutes an individual record (an individual row in the display of FIG. 15). 

Claim 13: As seen in FIG. 15, a search may be performed to locate specific files. Any 
files excluded in the search results would be those that do not include the information being 
requested. 

Claim 14: As seen in FIG. 15, each folder is described by a row of information. Each 
row has a plurality of fields, any one of which can be designated as a primary field or secondary 
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field. The fields of data are imported from the paper folders into the digital system as seen in 
FIG. 15. 

Claim 15: In FIG. 15, the folders numbers (far left column) is a single type of 
information. 

Claim 16: FIG. 15 illustrates six different fields for each individual folder. Each folder 
is recorded in a single row of data that constitutes a record. Accordingly, the record has at least 
six types of information. 

Claim 17: In FIG. 15, each row of data is a record. Each record has six fields. Any one 
field is just a portion of the record. 

Claim 18: In FIG. 15, if the primary field is the folder number (see far left column), the 
folder number is readable as the folder name, folder identification number or folder call number. 

Claim 19: As shown in FIG. 43, and described at col. 4, line 21, an RFID tag on the 
paper folder can be read to provide the identification of the folder, which corresponds to the 
primary field of "folder number" in FIG. 15, and which is viewable. 

Claim 20: FIG. 1 1 provides a history of movement for a particular folder (folder 
216785). The result is multiple records (rows of data) for the same folder. 

Claim 21: In FIG. 15, each folder is represented in the electronic database as one record 
Each record is considered one entry. 

Claim 22-23: FIG. 1 1 displays multiple records (rows) for a common primary 
information field (the folder number 216785). 
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Claim 24-25: FIG. 1 1 displays multiple records for a common folder. The folder storage 
area (the area where the physical folder is located) can be the same location or different 
locations. 

Claim 26: Database entries for previously entered folders can be viewed in FIGS. 1 1 or 

15. 

Claim 27: In FIGS. 11 or 15, the entries of data can include item identifiers, such as 
folder numbers. 

Claim 28: The set of data displayed in FIG. 15 represents a summary of the folders. 
Claim 29: The log is a listing of the folders which were exported to the computer system. 
Claim 30: Col .13, lines 10-14 describe the response to scanning errors and the signals 
generated. Even one indication to a user of an error would constitute a logging of that error. 
Claim 31: A set of folders is considered a library of materials. 
Claim 32: Individual folders are files. 

Claim 33: Any form of written information is considered evidence. The folders of 
Fitzgerald et al. contain written information, particularly, medical information. 
Claim 34: A folder is readable as container for paper documents. 
Claim 35: The computer system in Fitzgerald et al. is operated by software. 
Claim 36: See remarks for claim 1. 

Claim 38: As seen in FIG. 43, the RFID reader (692) communicates with the computer 
work station (88). 

Claim 39: A human user uses the work station (88). The work station manages a library 
of folders. 
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Claim 40: The system of FIG. 43 is "self service" in the sense that the folders must be 
manually scanned and the user must manually enter commands to enter and retrieve electronic 
information about those folders. 

Claim 41-42: In Fitzgerald et al, the folders are illustrated without RFID tags (FIG. 4, 
with bard code only) and FIG. 43 (with RFID tags 688). The bar coded folders can have RFID 
tags added to substitute for the bar codes (col. 24, line 4, which says the folder 52 deriving from 
FIG. 4 can have RFID tags added). 

Claim 43: The non-RFID tagged folders use bar code, which correlate to file 
identification characters. 

Claim 44: The non-RFID tagged folders are items. The user can enter information about 
these items in to the workstation (see FIG. 15). 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 10 and 37 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fitzgerald et al. in view of Official Notice. 

Claims 10 and 37: Fitzgerald et al. does positively disclose memory systems (104 and 
108 in FIG. 6) and RFID readers (692 in FIG. 43). Claims 10 and 37 only differs from Fitzgerald 
et al. in the use of flash memory and portable RFID readers. Examiner takes Official Notice that 
both flash memory and portable RFID readers were well known to the person of ordinary skill in 
the art at the time of invention. It would have been obvious to one of ordinary skill in the art to 
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modify Fitzgerald et al. to include flash memory so as to provide a compact portable memory 
and to provide portable RFID readers for user convenience in scanning as is well known in the 
art. 

Any inquiry concerning this communication should be directed to Sam Rimell at 
telephone number (571) 272-4084. a J Jij/M 




Sam Rimell 
Primary Examiner 
Art Unit 2165 



